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DECI SI ON ON APPEAL
BACKGROUND
This is an appeal under 35 U. S.C. § 134 fromthe final
rejection of clains 2-7,2 9 and 10, all of the pending clains.

W affirmin part and add new grounds of rejection.

2 The notice of appeal excludes clains 5-7, but the
argunments on appeal are directed to all clains.



Appeal No. 95-3900 Page 3

Application No. 07/978, 030
The application on appeal was filed 18 Novenber 1992.
Appel l ants claimthe benefit of 07/606,901, filed 31 Cctober
1990 (abandoned), pursuant to 35 U.S.C. § 120. They al so
claimthe benefit of Japanese patent application 290921/ 89,
filed 8 Novenber 1989, pursuant to 35 U.S.C. § 119, but they
have not perfected their claimpursuant to 37 CFR 8§ 1.55(a).
The subject matter of the invention is a planar-array
m crowave antenna. Claim9, the sole independent claim
defines the subject matter of the invention as foll ows:
9. A planar array antenna conpri Ssing:
an upper plate having a plurality of holes;
a |l ower plate;
a single filmsubstrate having resonance
type printed patterns of a plurality of array
el ements sized in accordance with a predeterm ned

frequency, said predeterm ned frequency being
approximately the center of a frequency band;

a first spacer having a plurality of holes,
and being | ocated between said upper plate and said
single fil msubstrate; and

a second spacer having a plurality of
hol es, and being | ocated between said | ower plate
and said single filmsubstrate, wherein said | ower
pl ate has integral concave regions forned at the
positions corresponding to the positions of said
plurality of holes of said upper plate, each of said
concave regions having a surface facing and parall el
to said substrate and said surface being spaced from
said patterns by a distance | ess than one quarter
wavel ength at said frequency.
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The exam ner relied on the followng references in

rejecting the clains:

Rammos ( Rammobs EP) EP 0 317 414 Al® pub'd. 24 May 1989
Wl dey et al. (WIdey) EP 0 384 780 A2 pub'd. 29 Aug.

19904

Rammos ( Ranmos) US 5, 061, 943 29 Cct. 1991

filed 31 July 1989
Al clains were rejected under 35 U.S.C. §8 102 as antici pated
by Wldey. The exam ner rejected clainms 2, 5-7, 9, and 10
under 35 U. S.C. § 103 as havi ng been obvious in view of
Rammbs. Cainms 3 and 4 were rejected under section 103 as
havi ng been obvi ous in view of the conbi ned teachings of
Ranmos and Rammos EP.
DI SCUSSI ON

Claim9 requires a "lower plate [that] has integral
concave regions formed at the positions corresponding to the
positions of said plurality of holes of said upper plate".

The exam ner relies on "[t]he tray 29 and | ands 23 of WI dey

3 Qur understanding of this reference depends on a
transl ation prepared for the Ofice, a copy of which is
at t ached.

4 Appel lants claimthe benefit of a foreign priority
date of 8 Novenber 1989. They have not, however, chall enged
the adm ssibility of the WIldey reference, nor perfected their
priority claimby filing a certified translation pursuant to
§ 1.55(a).
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et al[. to] provide the structure for defining the "integral
concave regions', shown in cross section in Figure 4." (Paper
24 at 7.) Although we must give clains their broadest
reasonabl e interpretation consistent wwth the specification,
we do not consider it reasonable to interpret "concave
regions” to include the structure shown in Wldey's Figure 3,
which is a single concavity at best. Consequently, we do not
find a preponderance of evidence supporting the examner's
case for anticipation of claim9. Dependent clains 2-7 and 10
are, |ikew se, not antici pated.

In rejecting claim9 as obvious in view of Rammos, the
exam ner relies on the enbodi nent of

Ranmos' Figure 17 and Figure 18 (right) &

for the basic structural elenents of the L ) \j\\

|
R @ R
claim This enmbodi nent includes a | ower

pl ate or housing 66 with < = \
N T A\

1]

concavities 65,° a printed

V- N

EICT8

5 See In re Mrris, 127 F.3d 1048, 1054, 44 USPQd
1023, 1028 (Fed. Cr. 1997), for the breadth of the word
"integral" absent a positive showi ng by the appellant that
"integral" means "one-piece". Appellants have nade no such

V
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circuit substrate 23, and spacers 63 and 64. The exam ner
identifies foam |l ayer 62 as the upper plate with hol es.
Appel I ants never specifically challenge this finding (see
Paper 23 (App. Br.) at 3). W agree with the examner's
rejection subject to the following anplification. Ranmos
claim1l (with its antecedents) teaches the use of an upper
plate ("layer of conductive material forned on and supported
by said sheet of dielectric material”, claim1) in conjunction
with "neans ... for formng cavities" (claim1l) and the use
of apertures in the spacer dielectric materials (clains 4
and 10). Mreover, Rammps contenpl ates a cavity depth

nmeasured fromthe upper conductive |l ayer of approximtely one

guarter wavelength (Caim1l). See Inre Ceisler, 116 F.3d

1465, 1469-70, 43 USPQd 1362, 1365 (Fed. Gir. 1997) (A

cl ai med range nay be obvious in view of a close prior art

val ue absent unexpected results or a teaching away.) Even if
Ranmps used exactly one-quarter wavel ength, once the thickness
of the sheet of dielectric material is factored in, the depth
of the cavity fromthe printed patterns will be |ess than one-

gquarter wavel ength. Consequently, we affirmthe rejection of

showi ng on the record before us.
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claim9 as unpatentabl e under section 103 in view of the
t eachi ngs of Rammps taken as a whol e.

Appel I ants argue "the individual elenments of the
dependent clains are not taught as being conbined with the
subj ect matter as specified in Claim9". (Paper 23 at 4.)
They have not, however, argued any of the individual claim
el enents with the degree of specificity required under our
rules. 37 CFR 8§ 1.192(c)(5) (1988); 37 CFR 8§ 1.192(c)(7)
(1997). Moreover, such nom nal argunents run the risk of
bei ng non-responsive in the face of nore specific findings
presented by the exam ner. For instance, the exam ner posits
that the plate thicknesses recited in clainms 2 and 5 are
desi gn expedients within the skill of the art. This finding,
whi | e unsupported, is quite plausible. Appellants' argunent
that these limtations "are not taught” in the reference
m sses the point of the rejection. Consequently, we affirm
the section 103 rejection for clains 2 and 5 because the
pr eponder ance of evidence (i.e., the exam ner's unchall enged
finding) supports the rejection.

Claims 6 and 7 require patterns of a plurality of array
el enent connected to each other to forma specific direction
of circular polarization. The exam ner contends that Ranmps'

"filmsubstrate 23 has printed patterns of resonance array
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el enents, all arranged as clained.” (Paper 21 at 3.) This
finding is consistent wth Ranmbs' subarrays. (5:44-58;
Figs. 9-11.) Consequently, the preponderance of evidence
supports the examner's rejection of these clains.

Claim 10 recites a frequency ("approximtely 12 GHz") and
a specific concavity spacing (5 nm. One-quarter wavel ength
at 12 Gz is 6.25 mm (Ramps 5:12-13.) Rammos di scl oses
only a 12 G#z array. Thus, a person having ordinary skill in
the art would have been notivated to apply any of Ranmps
enbodi nents to a 12 GHz array. Rammps teaches the use of a
spaci ng di stance between the printed circuit and the ground
pl ane, H (4:4-6), such that H is at least 1 mm and
"about ¥,), which at 12 G4z is 6.25 mm (5:7-17.) The
teaching of about is sufficient to notivate a person having
ordinary skill in the art to optimze H starting at 6.25 mm
Since thickness is a matter of concern in the art, the artisan
woul d have been notivated to find an effective val ue bel ow

6.25 mMmm To the extent there is any criticality associ ated
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with 5 mfmat all,® routine optim zation would have reveal ed
it.?
Claim 3 requires the concave regions to be made by press
formng of the lower plate. The exam ner finds that for
anal ogous arrays Ramps EP teaches press form ng (stanping) of
the ground plate. (Paper 21 at 4; Rammpbs EP (trans.) at 5-6.)
Appel I ants counter that the Rammbs EP cavities are | ocated
differently, which msses the point of the rejection. W
agree that Rammbs and Rammobs EP in conbi nati on woul d provi de
nmotivation to formthe cavities of Ranmps using the nethod of
Ranmobs EP. The press-form ng process of Rammbs EP is a
si npl er and cheaper way to formthe cavities of RamDs.
Claim 4 depends fromclaim3 and requires that the

concave regions be fornmed by machi ning, presumably in addition

to the press formng required by claim3. It is not clear to
6 Criticality of a particular value is best
established with reference to the closest prior art. In re

Baxter Travenol Labs., 952 F.2d 388, 392, 21 USPQ2d 1281, 1285
(Fed. GCir. 1991). The closest prior art at 12 GHz would be H
. 6.25 Mm (Rammps at 5:7-17.) Appellants only conpare their
clained value, 5 mfm to 1 mm (Paper 1 at 11.) Rammps
indicates that 1 mmis the | owest possible value, not the best
value. (5:7-17.) Hence, Appellants have not established that
5 mMmis anything nore than an arbitrarily selected value in a
known range.

! Appel I ants' specification suggests that optim zation
of paraneters is well within the ordinary |evel of skill.
(Paper 1 at 12:17-19.)
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us what Appellants intend by this nmethod of naking. The
specification teaches a cutting process (Paper 1 at 13;

Fig. 5) and a press-nol ding process (Paper 1 at 13; Fig. 8),
but it does not teach the use of both together. W suspect
that Appellants did not intend for claim4 to depend from
claim3, but it has done so since it was originally filed and
we nust take the clainms as we find them Consequently, we
will reverse the rejection of claim4 pro forma, not because
it is necessarily wong, but because the claimis so unclear
as to make a proper application of art inpossible. Inre
Steele, 305 F.2d 859, 862-63, 134 USPQ 292, 295 (CCPA 1962);

In re Wlson, 424 F.2d 1382, 1385, 165 USPQ 494, 496 ( CCPA

1970).
NEW GROUND OF REJECTI ON

W reject claim4 as indefinite under 35 U S.C. § 112[2].
As noted above, claim4 requires both press formng and
machining to formthe cavities on the |ower plate. The
specification does not teach this conbination of process steps
except in original claim4, nor can we discern how t hese steps
are related. The cutting process of Figure 5 and the press
formng of Figure 8 (Paper 1 at 13) appear to be inconpatible.

Appel  ants bear the burden of claimng as precisely as
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possible. In re Mrris, 127 F. 3d at 1056, 44 USPQ2d at 1029.

In the present case, they have not net that burden.

W also reject clains 3 and 9 under section 103 in view
of Wldey's admtted prior art (Figure 1), which appears to
show the structure of claim9. The "conprising" |anguage of
claim9 would not exclude WIldey's additional plate 14.
W dey reports that the spacers are not shown for sinplicity.
(3:54-58.) The cavities 17 are "quarter-wave cavities" (3:49-
53), which is sufficiently near the clained range for
concavities to require explanation or distinction. See
Ceisler, 116 F.3d at 1469, 43 USPQd at 1365 (A close val ue
may shift the burden of going forward.). As we have
previously indicated, a person having ordinary skill in the
art would want to reduce thickness and woul d, thus, have been
notivated to seek optimal values at or below a quarter-wave.
(See also Wldey at 4:33-36 (reducing stretch, which is a
linear function of cavity depth d, is desirable).) Since the
cavities are forned by pressing (4:28-31), the nethod
[imtation of claim3 would have been obvious as well.

DECI SI ON
We reverse the section 102 rejection of all clains. W

reverse the section 103 rejection of claim4 pro forma in view
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of our newrejection for indefiniteness. W affirmthe
section 103 rejections of clainms 2, 3, 5-7, 9, and 10.

Wth respect to the affirnmed rejections, Appellants may
file a single request for rehearing wwthin two nonths fromthe
date of the original decision. 37 CFR 8§ 1.197(b).

We enter new grounds of rejection for claim4 under
112[ 2] (indefiniteness) and for clainms 3 and 9 under
section 103. A new ground of rejection is not final for
pur poses of judicial review

Wth respect to the new rejections, Appellants nust

WTH N TWO MONTHS FROM THE DATE OF THE DECI SI ON exerci se one

of the followng two options with respect to the new ground of
rejection to avoid term nation of proceedings (37 CFR
8§ 1.197(c)) as to the rejected cl ai ns:
(1) Submit an appropriate anendnent of the
clainms so rejected or a showing of facts relating to
the clains so rejected, or both, and have the matter
reconsi dered by the exam ner, in which event the
application will be remanded to the exam ner. . .
(2) Request that the application be reheard
under 8§ 1.197(b) by the Board of Patent Appeals and
I nterferences upon the same record. :
37 CFR 8 1.196(b). If Appellants elect further prosecution
before the exam ner pursuant to 37 CFR 8§ 1.196(b)(1), the
effective date of the affirmance will be deferred unti

concl usion of the prosecution before the examner in order to
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preserve their right to review under 35 U.S.C. 88 141 or 145
with respect to the affirnmed rejections unless, as a nere
incident to the limted prosecution, the affirmed rejection is
over cone.

| f Appellants el ect prosecution before the exam ner and
this does not result in allowance of the application,
abandonnent, or a second appeal, this case should be returned
to the Board for final action on the affirnmed rejection,

including any tinely request for rehearing.
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No tinme period for taking any subsequent action in
connection with this appeal nmay be extended under 37 CFR

§ 1.136(a). 37 CFR § 1.136(bh).

AFFI RVED- | N- PART: 37 CFR § 1.196(b)

Rl CHARD TORCZON
Adm ni strative Patent Judge

| AN A. CALVERT )
Adm ni strative Patent Judge )
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